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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )^l Responsive to communication(s) filed on February 13. 2007 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) |EI Claim(s) 1-30 is/are rejected. 
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Application Papers 
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application from the International Bureau (PCT Rule 17.2(a)). 
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Applicants' Preliminary Amendment, filed on April 3, 2006, has been made of 
record and entered. Claims 3-10 and 12 have been amended to eliminate multiple 
claim dependency, and new claims 13-30 have been added. No claims have been 
canceled. 

Claims 1-30 are now pending in this application. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-9 and 13-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Japanese Patent No. 11-043770 (hereinafter "JP '770", also 
Applicants' submitted art). 

JP '770 discloses the formation of a vitreous carbon coating on the surface of 
titanium metal, wherein the surface of titanium metal is polished to form a titanium oxide 
coating layer (considered to read upon claims 3-5 and 13-15), and subjecting said layer 
to plasma heat treatment in an atmosphere of 400°C to 1 100°C containing gaseous 
hydrocarbon. See the Abstract of JP '770 (considered to read upon claims 1 and 2). 

The titanium metal can be alloyed or unalloyed. See paragraph [0003] of JP 
'770, as well as paragraphs [0017] and [0027], which depicts Ti-15V-3aluminum-3Cr- 
3Sn as an exemplary alloy substrate (considered to read upon claims 6 and 16) in the 
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formation of a layer having 2% carbon therein (paragraph [0031]; considered to read 
upon claims 9 and 19). 

Examples of the hydrocarbon gas employed include hydrocarbons of the 
ethylene series (considered equivalent to the phrase "unsaturated hydrocarbon"), as 
well as acetylene. See paragraph [0024] of JP '770. Although JP '770 does not 
disclose any percentage ranges for the hydrocarbon gases, selection of one gas is 
considered to read upon the limitations "30% or more by volume" and "50% or more by 
volume" as recited in claims 7, 8, 17, and 18, as the gas would be present in 100% by 
volume. 

In view of these teachings, JP 770 anticipates claims 1-9 and 13-19. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Application/Control Number: 10/574,348 
Art Unit: 1793 



Page 4 



5. Claims 10-12 and 20-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Japanese Patent No. 11-043770 (hereinafter "JP '770", also 
Applicants' submitted art). 

JP '770 is relied upon for its teachings in the above 102(b) rejection. Although 
JP '770 does not explicitly disclose the properties and characteristics recited in claims 
10-12 and 20-30 (e.g., Vickers hardness, functioning as a visible light responding 
photocatalyst, etc.), it would have been obvious to one of ordinary skill in the art at the 
time the invention was made that the coated substrate produced by the method of JP 
'770 would exhibit these properties and characteristics, absent the showing of 
convincing evidence to the contrary, as JP '770 teaches a method reading upon that 
instantly claimed. 

"Similar processes can reasonably be expected to yield products which 
inherently have the same properties." In re Spada , 15 U.S.P.Q. 2d 1655 (Fed. Cir. 
1990). 

Priority 

6. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Applicants' Priority Document was filed on April 3, 2006. 
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Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PATRICIA L. HAILEY whose telephone number is 
(571)272-1369. The examiner can normally be reached on Mondays-Fridays, from 7:00 
a.m. to 3:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group 1700 Receptionist, whose telephone 
number is (571)272-1700. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/PATRICIA L. HAILEY//P. L. H./ 
Examiner, Art Unit 1793 
June 6, 2008 



